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J. 



*ATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



e the Application of 
MARKHAM 
Serial No.: 09/589,788 
Filed: June 8, 2000 
Atty.FileNo.: 7032-8-1 
For: "BOUNCING PET TOY' 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir/Madam: 



SECOND PETITION UNDER 
37 C.F.R. § 1.53(6). 
PETITION FOR GRANTING OF 
FILING DATE AS OF JUNE 8. 2000. 
AND REQUEST FOR REFUND OF 
BOTH PETITION FEES 



"EXPRESS MAIL" MAILING LABEL NUMBER: EL767780188 
DATE OF DEPOSIT: October 23. 2001 

I HEREBY CERTIFY THAT THIS PAPER IS BEING- DEPOSITED 
WITH THE UNITED STATES POSTAL SERVICE "EXPRESS MAIL 
POST OFFICE TO ADDRESSEE" UNDER CFR 1.10 ON THE DATE 
INDICATED AjJ0Vr~RBRRESSED TO THE COMMISSIONER OF 
PATENTS AN/TRADEMARKl WASHINGTC 




TYPED OR PRINTED NAME 



SIGNATURE 



mie R. *Hame, 

Victor. 




Applicant hereby petitions in response to a S econd Notice of Incomplete Reissue Application 
mailed on August 23 , 200 1 . Applicant filed the above-identified reissue application on June 8, 200 1 . 
The application was accorded a serial number and Applicant received a postcard in response to the 
filing. On May 24, 2001, a first Notice of Incomplete Reissue Application was mailed. The First 
Notice asserted that the specification was missing, and that the specification did not include at least 
one claim. On July 20, 2001, Applicant filed a First Petition disputing the assertions in the First 
Notice. A copy of the First Petition is attached hereto as Exhibit A. Applicant then received the 
Second Notice of Incomplete Reissue Application with a mailing date of August 23, 2001. The 
Second Notice is a duplicate of the First Notice, with the exception of difference in mailing date. 
Applicant conferred with Ms. Rawls, most recently on October 22, 2001, of the Office of Initial 
Patent Examination, who agreed to confer with her supervisor to determine whether the Second 
Notice could be withdrawn. Applicant has not yet received written confirmation that such 
withdrawal occurred and, thus, files this Second Petition. 

By way of this Second Petition, Application requests the following relief: 

1) that action be taken on Applicant's First Petition forthwith; 

2) that Applicant be granted the June 8, 2001 filing date; 
/eOOl SLUANGi 00000022 09569768 

ino 130, OG OP 




3) that the First and Second Notices of Incomplete Reissue Application be withdrawn; 



4) a refund of the petition fees paid. 

Both Notices are incorrect in asserting that the specification was not filed with the reissue 
application. The specification was filed with the original reissue application. The specification filed 
was a copy of the patent to be reissued, U.S. Patent No. 5,865,146, as is shown in the Exhibits to the 
First Petition. Since no changes were made to the specification, only to the claims by way of 
preliminary amendment, Applicant did not cut up the patent, as suggested by MPEP § 141 1. 

Also enclosed herein is the petition fee for $130.00. Any underpayment of this fee may be 
charged to Deposit Account No. 19-1970. 

A copy of the Second Notice of Incomplete Reissue Application is also enclosed herein. 

In summary, applicant respectfully petitions withdrawal of the First and Second Notices of 
Incomplete Reissue Application, action upon the First Petition, the granting of a filing date of June 
8, 2000, and refund of the petition fees. 

If there are any outstanding matters which would prevent the above requested relief, the 
Petition Office is urged to contact the undersigned at 303-863-2982. 



and, 



Respectfully submitted, 



SHERIDAN ROSS P.C. 




Registration No. 42,754 
1560 Broadway, Suite 1200 
Denver, Colorado 80202-5141 
(303) 863-9700 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In Re the Application of 

MARKHAM 
Serial No.: 09/589,788 
Filed: June 8, 2000 
Ally. File No.: 7032-8^1 . 
For: "BOUNCING PET TOT' 



Assistant Cojrinussioner for Patents 
Washington, D.C> 20231 

Dear Sir/Madam: 



) 
) 
) 
) 
) 
) 
) 
) 



PETITION IN RESPONSE TO 
NOTICE OF INCOMPLETE 
REISSUE APPLICATION. 
PETITION FOR GRANTING OF 
FILING DATE AS OF JUNE 8. 2000: 
AND REQUEST FOR REFUND OF 
PETITION FEE 



FAX RECEIVED 

ncT 2 3 20Qf 
PETITIONS OFFICE 



"EXPRESS KAIL" NAILING LABEL ftfff&Bt: EL6S&043316U9 
DATE OF DEPOSIT: July 20, 2001 

I HEREBY CERTIFY THAT THIS PAPER IS BEING DEPOSITED 
WITH THE UHJTED STATES POSTAL SERVICE "EXPRESS HAIL 
POST OFFICE TO ADDRESSEE" UNDER CFR 1-1D OH THE DATE 
INDICATED ABOVE ADDRESSED TO THE CCKHlSSIQltTER OF 
PATEVTS AND TRADEMARKS, WASHINGTON, DC 20231. 



TYPED OR PRINTED NAME: Katherirw l_ fioneaLves 
SIGNATURE: ^^fS^Uj^ J. J^I^lIl^^ 



Applicant hereby petitions in response to theNotice oflhcomplete Reissue Application mailed 
on May 24, 2001. In the Notice, it was asserted that the specification was missing, and that the 
specification did not include at least one claim. This Notice is incorrect. The specification was filed 
with the original reissue application. Enclosed herein at Exhibit A is a copy of the postcard, stamped 
as being received by the patent Office on June 8, Z000. The specification filed was a copy of the 
patent to be reissued, U.S. Patent No. 5,865,146. Also enclosed at Exhibit B is the applicant's 
transmittal letter (two pages) signed by Ms. Ginny Sawatzke on June 8, 2000, certifying that a copy 
of U.S. Patent No. 5,865, 146 as the specification was filed. Finally, enclosed at Exhibit C is a copy 
of the PTO Form SB/50 (two pages) also certifying that a photocopy of the U.S. Patent Np, 
5,865, 146 was included with the original filing of the application. 

According to MPEP § 1410 (Content of Reissue Application), the specification of the reissue 
application is the copy of the patent for which reissue is requested that is submitted by applicant &s 
part of the initial application papers. As stated above, a copy of the patent for which reissue is 
requested was filed as the specification. MPEP §141 1 states that cut-up soft copies of the original 
patent, with only a single column of the printed patent securely mounted on a separate sheet of paper, 
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should be used in preparing the reissue specification and claims to be filed. Applicant did not submit 
a cut-up copy of the original patent; rather, a copy of the original patent which was not cut up ifras 
submitted. Therefore, applicant's only potential error with regard to the filing of the specification of 
thisjeissue application was not to place the specification in the cut-up form. 

Applicant's attorney contacted Mr. Tim Williams on July 19, 2001 ax the Initial Patent 
Examination Division to request that the Initial Patent Examination Division pull this re-application 
file to see i£ in fact, a copy of the patent was in the file. Mr. Williams indicated that he would order 
the file from the Central Files. 

Also enclosed herein is the petition fee for $130.00- Any underpayment of this fee may be 
charged to Deposit Account No. 19-1970. 

A copy of £he Notice of Incomplete Reissue Application is also enclosed herein. 

In summary, applicant respectfully petitions withdrawal of the Notice oflncomplete Reissue 
Application, granting of a filing date of June 8, 2000, and refund of the petition fee. 

If there are any outstanding matters which would prevent the above requested relief the 
Petition Office is urged to contact the undersigned at 303-863-2982, 

Respectfully submitted, 
SHERIDAN ROSS RC 

Brent P. Jottson " 
Registration No. 38,031 
1560 Broadway, Suite 1200 
Denver, Colorado 80202-5141 
(303) 863-9700 
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RE: U.S. Reissue Paretic Application Corresponding to U.S. Pa cent 
No. 5,865,146 Entitled ''Bouncing Pet Toy"; Docket No. RE97.18 



jc836 U.S. PTO 

"mm 



Enclosed herewith for filing: 



(x) Express -Mailing Form No, EL245411704US 

(*) Reissue Patent Application Transmittal (2 pages) OS/OB, 
(x) Reissue Application Fee Transmittal Form ( 1 original and 1 co^ y) 
(x) Preliminary Amendment 
(x) Four (4) formal drawing sheets 




BECED¥EO 



to _Sur render^ P at enft 



(x) Reissue Application Declaration by the Inv2ntojiy>J 2 "| 2DD0 

(x) Copy of U.S. Patent No. 5,865,146 

(x) Reissue Application by the Assignee, Offer 

(x) Statement Under 37 CFR 3.73(b) 
^ ■^W^fi pfiyua f Assig nment ^ -x^ot 
-^Isl^effreac^f^teBignee f 

***** few W gSBS gSte a 'fP Inf orfat£86 9?is&Loeure Citation 
H ^r^^T r ^ " in a'clSS!j is clo sLffe (^.tatiBp. ^ an Application v/ copies of 



— (x) CfiecT^for ?«F23.00 



^7 



FAX RECEIVED 

OCT 2 3 2001 
PETITIONS OFFICE 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In Re The Reissue Application of ) 



For: "Bouncing Pet To/* ) 

Assistant Commissioner for Patents 
Washington, D.C 20231 

"Express Mail" Mailing Label No. EL24541 1704US 
Date of Deposit June 8, 2000 

I hereby certify that the following: 

— Reissue Patent Application Transmittal (2 pages) 

— Reissue Application Fee Transmittal Form (1 original and 1 copy) 

— Preliminary Amendment 

— Four (4) formal drawing sheets 

— Reissue Application Declaration by Inventor with copy of U.S- 

Patent No. 5,565, 146 as specification 

— Reissue Application By the Assignee Offer to Surrender Patent 

— Statement Under 37 CFR 3 /73(b) with copy of Assignment 

attached 

— Consent of Assignee 

— Submission of Information Disclosure Citation 

— Copies of references cited 

— Check for $423.00 for the filing fees 

— Return postcard 

are being deposited with the United States Postal Service '"Express Mail 
Post Office to Addressee" service under 37 CFR L10 on the date indicated 



Joseph P. Marfcham 



FAX RECEIVED 

OCT 2 3 2001 
PETITIONS OFFICE 



Reissue Application of 
Patent No. 5,865,146 
Issued: February 2, 1999 
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£ ( j 

W V 

2 

above and are addressed to BOX REISSUE, Assistant Commissioner Fox 
Patents, Washington, DC 20231. 

Virginia A. Sawatzke 

8480 East Orchard Road, Suite 5600 

Engiewood,CO 80111 

(303) 689-9100 



Date Q*U^ f , Wl 



FROM 
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0 



P^wnr and Ttadernfcrlc Office UJS. DEPARTMENT OF COMME 

Undgr Pre Pepgrygprfc Rgdtitf on Ad of 1995, no persons are required to respond to a eplfgeffon of [rtformaflon untom It displays a vafld Ofos frnirol 



REISSUE PATENT APPLICATION TRANSMITTAL 



FTP/SaSD (4/SB) I 
Approved for ura Enigogn 03/3Q/20nO_ OMBGS?1«OT33 .""j— 
Tr^wia* Olffco: US. CEFARTW@tfT OF COMMENCE ' 

3BT. 

] 



Addruss to: 



Assistant Commissioner for Patents 
Box Patent Application 
Washington, DC 20231 



ABsmey Docket No. 



First Named Inventor 



Ori gfmf Patent Number 



Qrlgfnat P&ferjt fszus Dam 



Express M&7 Label No. 



EE97.18 



RECEIVED 



Joseph F. Marfcham 



5,865,146 



XT 2 3 2001 



February 2, 1999 , 



PI TIT/ONS OFFICE 



EL24541170Ans 



APPLICATION FOR REISSUE OF: 

fetes*- gpplfosble box) ' "' ' 



[ «g | uwfyPaant | | OesfgnPstent \ \ Plant P stent 



APPLICATION ELEMENTS 



" Fee TiransriftarFoini (PTO/SB/58) 



2. IjqeJ Spstfflcatfon and Claims [anwfltfetf, ff appropriate) 

3- [^J Pnaw<ing(g) ( ptvpobw i eimndm rn ts . If appropriate) 

* r"" | Reissue Oatfi^DBdarallon (original or copy) 

* I I (370FJI. § 7. 175)(P7V/5Bft1 or 53) 

5. OrfgfnaJ U.S, Patent 

S Offer to Surrender CriglnaJ Patent (37G.FJI § 1,1/8) 
(PT&S&53orfnWS&54) 

| | Ribboned Orfgfnsl PeteflT Grant 

| j Affidavit f Dectaxatton of Loss (PTO/S8/55) 

6. Orlgfnaf L/^S- Patent currency assigned? 

1 zaj Yes 1 | No 

Written Consent of an AssJgnei 
77 C J= Ft § 3.73Cb) Statement 



ACCOMPANYING APPUCATION PAflTS 



. 7 I I Foreign Prtorfty Claim (35US.C. 119) 



j^"j CdpfBBGflDS 



(Ifsppftebfe) 

- i I Information Oisdosure 
LHJ Statement (JDSJ/FTCM449 LiiJ CJteflcnj; 

g I J English Translation of Reissue Oatn/Dedaraffon 

r— T l&natt Entity r— rgtstement fifed In prior application. 
10 - J StetenrenfW I ^l fitatuR gft\ proper and desired 

1f- |lPC I Preliminary Amendment 

R(rtum Remfpt Postcard (MPBP 503) 



13. 



(SfiaufdbQ spodffc&tly ftErrtzed) 
Other Sfte Acyacfted'Paffe 2 



(FTO/3S/53 or 54) 

Power of 
Attorney 



14. CORRESPONDENCE APPBESS, 



O Cussmmr Number cr Bar Code La&ef 




cr ^0 Co/TVtjptjntfffncd rsSdrass beftjw 



Nona 



Off 



Country 



Catv Tl. Fields. Esq, 



Fields - & ■ Johnson-, ? . C . 



BMP "Rase Orchard Road. Suite 5600 



Englevcod 



I 



TefppHofto 



CO 



Zip Code 



'303-689-9100 



■roar 



689-9250 



NAME , (Prttttfyp*) 



Gary 




T 



19,604 



+ 



Burdwr Hoyr SWtmBnfc Thk form eadmHted to taJ0 0-2 bouni oanrrpteia Time wffl very gspcrdTng upon trta rapds of fta Myfiduat c^^Ary 
ca r iff m ntton lha amniiniof ttna you are required to compremftb ftam should bs santwOw CWef WprTnaffan om(zr, jTOm m d Ti^e manco nieg, 
WaaHnoton, DC^D2^. DO NOT SEND FEES OA COMPLETE) FORMS TO JHS ADDRESS* SEND TO: Asstednt CtJnuiiIfflitatiiir for PffHtfD, 
Box PatBRt Appfftafioa WjsJA r ym u DC 20231- 
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REISSUE PATENT APPLICATION TRANSMITTAL 

Page 2 



ACCOMPANYING APPLICATION PARTS: 

- Submission ofliifbnnalicm Disclosure Citation. 
Photocopy of ILS. Patent No. 5,865,146 

- RHssue Application Declaration by the Inventor 

- Four (4) drawing sheets 
. .Check for $423.00 



FAX RECEIVED 

OCT 2 3 2001 
PETITIONS OFFICE 

1 * • i • • ' - , * > " \ )- r ^J> > ' '"■ " * -■ 





IDAN ROSS 



VENDOR NO. 



VENDOR NAME 75909 



\CT7dN PATE 



REFERENCE 



QPOSS AMOUNT 



_PEDUCT10N 



i/oj. 



ojper-klo 



Hiacelloneoup- 



7032-fl-l 



1122000 



X3O,00 



CKDATE 

20/01 



CHECK ISfO. TOTAL GROSS 

75909 



TOTAL DEDUCTION 



CHECK AMOUPJT 

130. CO 
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Untied Stktes BgEw and TkADEHARK Office 



COHrtlSSICrtER FOR RSTWTS 

Unjted srarea Rffwr akoTRaoemap* Office 

VRSWIPCTOrf. O.C SOZ3F 



1 AFFLIGaTTONWUMB^ _| FTZJN Q/RECE3PT PATE | FIRST WaMED APPLICANT | ATTORNEY TOC^WMB& | 



09/589,788 



Gary D Fields 
Relds & Johnson P C 
8480 East Orchard Road 
Suite 5600 

Englewood, CO 801 1 1 



06/08/2000 



Joseph P. Markham 



RE97-IS 



FAX RECEIVED 
OCT 2 3 2001 

PETITIONS OFFICE 



CONFIRMATION NO- 17B9 
FORMALITIES UETTER 

■iiiiiiiniiiiiiiiiii 

-oafoooacoqei 12052* 



Date Mailed: 05/24/2001 



NOTICE OF INCOMPLETE REISSUE APPLICATION 

FILED UNDER 37 CFR 1 -33(b) 

A filing date hasNOT been accorded to the above identified appfication papers for the reason(s) indicated befow. 

Air of the items noted befow and a newly executed oatf? or declaration covering the items must be submitted 
wftftin TWO MONTHS of the date of this Notice, unless otherwise indicated, or proceedings on the application wll 
be terminated (37 CFR 1.53(e)), 

The filing date will be the date of receipt of all Items required below, unless otherwise indicated. Any assertion^ 
that the item(s) required betow v^ere submitted, or are not necessary for a filing date, must be by way of petition 
directed to the attention of the Office of Petitions accompanied by the $1 30.00 petition fee (37 CFR 1.17(h)). If the 
petition states that Ihe appfication is entitled to a filing date, a request for a refund of the petition fee may be 
Included in the petition. 

• The specification is missing. 

• The specification does not include at (east one claim, 

A complete specification as prescribed by 35 US.C 1 12 is requited. 
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FTD Stamp (rtdkates receipt of: [x] Patent Matter 0 Trademark Matter 
Appficatfon Docket Noj 7032-8-1 
Applicant: BOUNCE, INC. 
TWe or Mafic "BOUNCING PET TOT" 
Serial/Reg. Noj 09/569,788 
Filed/) ssued Date: June fl r 2D00 
M Certificate ofMaHlng 
[e J Express M^fl No. 
[*J Check for 51 30.00 




No.'of 



LIST QLL DOCUMENTS BONG BENT TO PATENT OFFICE: 

Petition in Response to Notice of incomplete Reipsue Api 
as of June 8, 2000, and Request for Retlind of Petition. 
Reissue Application 



No- erf Sheets of Drawings 



"', -T. 
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I 



Untizd States Patent and Trademark Office 



CpMMISBtONER FOR .PATENTS 

Unttep States Patent and T^aoehaak OrncE 

ir*y,.usptp,gor 



| APPLICATION NOMBER | FILING/RECEIPT PaTE | FIRST ^AMED APPLICANT | ATTOfeWEr DOO^T NUMBER ] 

09/589,788 06/08/2000 Joseph P. Markham RE97-18 

CONFIRMATION NO, 1769 
FORMALITIES. LETTER 

H1MHIR1II11IIII111II1II 

FAX RECEIVED ■ocooooooooet izo&r 

OCT 2 3 2001 
PETITIONS OFFICE Dafe Mafled: 08/23/2001 



Brent P Johnson 
SheiidHH Ross PC 
1560 Broadway 
Suite 1200 

Denver, CO 80202-5141 



NOTICE OF INCOMPLETE REISSUE APPLICATION 

FILED UNDER 37 CFR 1 .53(b) 

A filing date has NOT been accorded to the above identified application papers for the reasons) indicated below. 

Alt of the items noted below and a newly executed oath or declaration covering the Items must be submitted 
within TVVO MONTHS of the date of this Notice, unless otherwise indicated, or proceedings on the application will 
be terminated (37 CFR 1.53(b)). 

The filing date will be the date of receipt of ail Items required below, unless otherwise indicated. Any assertions 
that the ttem(s) required below wens feubmitted, or are not necessary for a fiHng date, mast be by way of petition 
directed'to the attention of the Office of Petitions accompanied by the ST30.00 petition fee (37 CFR 1.17(h)). If the 
petition states that the application is entitled to a filing date, a request for a refund of the petition fee may be 
included in the petition. 



■ The specification Is missing. 

« Th& specification does not include at least one claim. 

A complete specification as prescribed by 35 U.S.C. 1 12 is required. 



A copy of this notice HiUST be returned with the reply. 




Initial Patent Examination Division (703) 3 OS- 1202 

PART 2 - COPY TO BE RETURNED WITH RESPONSE 



10/24/01 (WE) 06:04 P. 001 



)3 308 6916 
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Commissioner for Patents 
Patent and Trademark Office 

Washington, D.C. 20231 
www.uspto.gov 



APPLICATION NUMBER 1 FILING/RECEIPT DATE | FIRST NAMED APPLICANT | ATTORNEY DOCKET NUMBER | 

09/589,788 06/08/2000 Joseph P. Markham RE97-18 



Gary D Fields 
Fields & Johnson P C 
8480 East Orchard Road 
Suite 5600 

Englewood, CO 80111 

Date Mailed: 05/24/2001 



NOTICE OF INCOMPLETE REISSUE APPLICATION 
FILED UNDER 37 CFR 1.53(b) 

A filing date has NOT been accorded to the above identified application papers for the reason(s) indicated below. 

All of the items noted below and a newly executed oath or declaration covering the items must be submitted 
within TWO MONTHS of the date of this Notice, unless otherwise indicated, or proceedings on the application will 
be terminated (37 CFR 1.53(e)). 

The filing date will be the date of receipt of all items required below, unless otherwise indicated. Any assertions 
that the item(s) required below were submitted, or are not necessary for a filing date, must be by way of Pf Wion 
directed to the attention of the Office of Petitions accompanied by the $130.00 petition fee (37 CFR 1.1.7(h)). If the 
petition states that the application is entitled to a filing date, a request for a refund of the petition fee may be 
included in the petition. 

• The specification is missing. 

• The specification does not include at least one claim. 

A complete specification as prescribed by 35 U.S.C.112 is required 
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FORMALITIES LETTER 

■iiiiiiiiiiiiiiiiii 

•OC000000006112052* 
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Postage 
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Return Receipt Fee 
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